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Appl ication Number 09/73 0.199 

Amendment dated Jaimaiy 30. 2004 

Re^JOBshre to advisony QfiB oc Action of Januaiy 12, 2004 

REMARK^ 

■ AppUcants submit thas Amendment as part of a request for continued exai«i„ation (RGB) 
fihng. Xh,sAmendme«tcon3atutestliesubinissionr^uJredunder37C.FJR.§ 1.114 AppKca^ 
have amended claims 1. 6, 7; 21 and 27-32. Ciain^ 33^3 have been whh^^^^ 
a.ber„gdirecte<Ito«on..lected8ubiect:natt«r. Claims 1, 3-17 and 20^32 cuirently pending. 

CJauns 1, 3-6, 8-17. 20,27 arul 29-30 stand ejected xmder 35 US.C § 103(a) as being 
unpatentable overLewis et al. (U.S. Patent 4,519,065) (hereafter Le«d,) i„ view of Davis et al 
(PCT/US00/03644)(hereaft^Davi.). Oain, 7 stands rejected under 35 US.C § 103(a) as being 
unpatentaWeoverLewlsinviewofDavisamiftrtherinvievvofAndersonetal Patent 
4,304,806). Clain^ 30 and 31 stand lejeoted under 35 U.S.C § 103(a) as bei,^ .npatentabJc over 
Lew,3 u, W of Davis and fiirther in view of Snnth et al. (U.S. Patent 5,739.972) (hereafter 
Smith), 

As a preliminaiy note, AppKcants thank Examiner Ul,Iir for conductiqg the Examiner 
Interview of January 27, 2004. XntheExa^ner Ime^ew,AppHcants' representative discussed a 
number of issues with theExan^ner. Inpartiotlar, AppHcams' t^r<««„tativeandtheE«am^ 
discussed the Davis a«d J^. references, as well as various limitations in claims 1, 20. 25 and 29 
Although no agreement was reached, the Bcaminer indicated that he would give Inrtber 
consideration to limitations that specifically «cite the sub-layers of a tWn film stack that 
substantiaUy conforms to sux^cevHriadonBofapolJ^l^y^^^ 
give Mer considenition to Applicants' previous aiBuments with resp^ 

ApP^i^^t^^g^intraversethepei^dingrqectionsfbrthereasonso^^^^^ 
previous ^ponses. in parn-cular. Applicants agdn submit that thepri^^ 

subs^tute an embossableIayerofU^swithamag„e.iclaye.ofDavis. and Lewis ^ 
teaches agdnst the modification proposed by theExamin^. AppUoant^inno way acquiesce to 

any oftheExa„u„er>scbaracteri«^onsofLev^s.Da.^s, Anderson 
nor acquiesce in the grounds of rgections advanced by the E>£an,iner. 

^-erthdess.intheinterestofexpeditingp.osecutiont^^^ 
amended thepending daims to even mote dearly distinguish the r^erences applied by the 
E«. mparticular. ApphWts have an,ended all pending independent daims to redte tJ,at 
the second layer inch^iesaphotopolymer, the secondlayerexhn>idng^rf^ 
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Auiendzneot dated Januaiy 30, 2004 

Responsive to advisoiy Office Action of Januaiy 12, 2004 

the photopolyiner is pre-wrftten with die sm&ce variations and cured. Applicants bdieve this 
amendment more clearly distinguishes ^plicants' claimed invention firom the appKed references. 
For example Lewis stales: "Tbe infotmation storage disks of tlie invention are provided wth a 
refiective or conductive layer before the introduction of information into the disks." See coJumji 
14, lines 27»30. Thus, by nsciting pre-written surifece variations in a cured pbotopolymer layer, 
Applicants' pending daims distinguish Lewis. . 

Moreover, by reciting a cured pbotopolymer layer, AppUcants' claimed second layer and 
third layers would not be embossable, as required by Lewis. In particular, a cured photopolymer 
layer is not an etnbossaWe layer. Therefore, any proposed substitution of layers from Davis for 
metal layers of Lewis would also make no sense to a person with ordinary sldlL Moreover, if the 
photopolymer layer is pre-written and cured, any subsequenUy deposited layer would also be non- 
embossable insofer as it is formed on a cured photopolymer. In this manner, by reciting that the 
surface variations are pre-written. Applicants' invention clearly distinguishes Lewis and the 
Lewis«Davis combination proposed by tiieE?caminjer. 

The Lewis reference describes only two types of media, both of which include embossable 
layers for creation of features after media fehricatioa The first type of media taught by Lewis is 
an optical video disk, in which the embossable metallized layer of the video disk must be 
reflective. Tbe second type of media taught by Lewis is a capadtive readout video disk that 
requires an embossable metallized layer that is conductive. 

As outlined in previous responses, AppUcants* believe tbe substitution of magnetic layers 
for embossable metal layers described in Lewis would frustrate tbe goals of Lewis. The previous 
rejections were improper for this reason. Moreover, as mentioned above, the recitation of a cured 
photopolymer feyer would fijrther frustrate the goals of Lewia 

Accordingly, by amending tbe claims to further redte that the second layer includes a 
photopolymer, the second layer exhibiting sur&ce variations, wherein the photopolymer is pre- 
written witJi the surfece variations and cured. Applicants submit that the pending claims even 
further distinguiah the applied references. As claimed. Applicants' inventions require a cured 
photopolymer layer which is pre-written with surfece variations, and a magnetic layer formed over 
the surface variations and substantially confbnning to the suifice variations. In other words, the 
pending claims require the magnetic layer be formed over pre-written surfece variations of a cured 
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Rwponsive to advisory OfiBcc Action of Januaiy 12, 2004 

photopolymer. Tins feature is not disclosed of suggested in the applied reference dtJior alone or 
in combination. 

Applicairts have also ameaded independent claims 1,31 and 32 to recite a third layer 
including a magnetic recording matoial acd substantially conforming to the sxirfece variations of 
the second layer, wherein the third layer mduding the magnetic recording mat^ial forms a 
continuous layer over the surface vaiiadons. Applicants submit that if the substitution of 
magnetic layers of Davi$ were made for the cmbossable metal layer of Lewis (as proposed by the 
Examiner), the embossing performed in accordance with the teadiing of Lewis would cause the 
media to exhibit a non-continuous layer (such as illustrated in FIG. 5 of Lewis) rather than a 
continuous layer (such as illiatrated in FIG. 6 of Lewis). For this additional reason, Applicants 
submit that the features of claims 1,31 and 32 are not disclosed or suggested in the applied 
references. 

Applicants have also amended independent claims 27-30 to recite that the thiKi layer 
comprises a thin film stack including a plurality of sub-layers that include an imderlayer, a 
magnetic recording material, and a hard coat. This limitation is also presented in dependent claim 
20 with respect to independent daim 1 . The terms underlj^r and und^layer are both supported in 
Applicants* specification and are essentially equivalent temis relating to a type of sub-I^er used in 
a thin film stack to improve the subsequent deposition of one or more magnetic materials of the 
thin film stack. 

In tlio previous response, Applicants argued tiiaJ nothing in the applied references 
discloses or suggests a third layer comprisiDg a thin fibn stack that substantially conforms to the 
surface variations of the second layer. The Examiner had stated that a metal layer, a 
magneto-optic layer and a protective layer pieced together from the teaching of Lewis and Davis 
arc equivalent to AppHcants* claimed stack. Applicants argued that a person with ordinary sldll in 
the art, however, would recognize that a thin film stack comprising a plurality of sub-layers is 
nothing akin to the ad-hoc combination of layers of Lewis and Davis proposed by the Examiner, 
In particular, no fair interpretation of a thin film stack would purport to be equivalent to the ad- 
hoc combination of layers of Lewis and Davis pr6pos«?d by the Examiner, A thin fihn stack is well 
known in the art to refer to a comKnalion of sub-layers that collectively provide a maignelic 
recording surface for tie mediunL 
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Amfindmcnt (Jated Januaiy 30. 2004 
RespoAsivc to advj500^ OtfEice Action 

In the EKaminer Interview of January 27, 2004, Applicants* representative discussed the 
thin fihn stack feature with the Examiner. The Examiner indicated that th^ tlnn. Sim stack feature 
should redte the sub-layers that are included in the stack in order for tlie EKamincr to give the 
feature proper corBideration. Applicams respectfully note that a thin film stack including an 
underlay (ie- an underlayer), a magnetic material and a hard coat, which substantially conforms to 
the sur&ce variations has been presented in claim 20. Nevertheless, in view of the conmient^ by 
the Examiner during the Interview of Januaiy 27, 2004, Applicants respectfiiUy request 
reconsideration of claim 20, as wcU as amended claims .27-30. 

As a final note, Applicants strongly disagree with the Examinei's broad over-reaching 
interpretatwn of the Lewis reference. The Examiner states again and again that Lewis is not 
solely limited to optical media, and uses tWs observation to dismiss many of Applicants* 
ai^uments. Moreover, the Examiner appears to be reading Lewis with the benefit of hindsight, as 
though Lewis is somehow related to magnetic media. 

The Lewis reference is completely unrelated to magnetic media, however. In particular, 
the Lewis reference describes two types of video disk media. The first type of video disk media 
described by Lewis is optical media having a reflective suifece. The second type of video disk 
media described by Lewis is a capacitive readout media that inchides a conductive surfkce. 

Applicants respectfully submit that a pmon with ordinary skill in the art would consider 
Lewis irrelevant to the creation of magnetic media. The substitution of magnetic layers for 
embossable nietallic lay^s of Lewis (as proposed by the Examiner) is an improper use of 
hindsight by the Examiner to reconstruct Applicants' invention. Moreover, the inclusion of 
lubricating layers, sucli as recited in claims 25 and 27-30, would not have been contemplated by a. 
person with ordinary skill in the art for either a reflective or capacitive readout medium described 
in Lewis. 

Nevertheless, in the interest of expediting prosecution towards issuance, Applicants have 
amended the pending clahns to even more clearly distinguish Lewis and the other applied 
references, as outlined above. Applicants reserve the right to pursue claims previously submitted 
in one or more continuation applications. 

Applicants respectfully request r econrfdei^tion and prompt allowance of all pending 
claims. Please charge any additional fees or credit any overpayment to deposit account number 
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09-0069. The Examiner is in^ted to telephone the bdow-signed attorney to discuss this 
application. 



Date: 



By: 





Imation Legal Ai&ira 
P.O. Box 64898 
St. Paul, iSdjnnesota 55164-0898 
Telephone: (651)704-3604 
Facsimile: (651)704-5951 



Name: Eric D. Levinson 
Reg. No.: 35,814 
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